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Office Action Summary 



Application No.. 
10/001,293 



Examiner 

SHAILENDRA- KUMAR 



AppUcant(s) 
LEGROW ET AL. 



Art Unit 

1621 



^ The MAILING DATE ofthfs oommunicBVon appea rs on th^ cover f^heetwith the corr^pondence address 

Period for Reply \ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXP/kE 3 FROM 

THE MAILING DATE OF THIS CONIMUNICA^^^ Ui no howovV«i-^arep.y be tin,.,y filed 

. Bctertstons oJ lime may be avaMsbla under the pfovraons of 37 CFR 1 .136(a). m no mam. nowBw.Ti— y » j / 

QftBT SIX (S) MOOrms from the iTiBlDng *te o( toe stBtutorv minimum oT thirty (30) daya.wW bs considered timaly. 
. lt«»I«taJ{or«*ly»p«d«edBb<>ve.Ble«UKin*i^ 

- «>i°'''*^!^tf!^J:^!:Si!^^ (3SU.S.C. B 133). 

earned patent lerniBdjusfainent Soo 37 CFR i.704{b). 



Status 

1 )!3 Responsive to cbmmunication(s) 
2&)\3 This action is FINAL, 

3)n Since this application Is In condltioi 
dosed in accord anoe with the practl 




Is action Is non-final. 

;ance except for fonnal meters, prosecution as to the nrierlts Is 
lerBx parte Quayle. 1935 CD. 11, 453 O.G. 213. 



Disposition of Claims 

4)i3 Ciaim(s) 1-12 is/are pending In the application. 

48) Of the above daim(s) Is/are vnthdrawn from consideration. 

6)0 Clalm(s) is/are allowed- 

6)ia nifllm(s) 1-12 is/are rejected. 
?)□ Claim(s) ^Is/are objected to. 

8) E2 Cla!fh'(^) ^ - 'airBsiilfig^- fe festriction and/or election requirement 
Applicatkin Papers 

9) n The specification Is objected to by the Examiner 

' heldln abeyance. See 37 CFR 1.85(a). 




Priority under 35 U^^ic. §§ il^ ahd ^ 20 

12) n Acknowledgment is fnade of a deim f or fbrelgn priority under 36 U.S.C. § 119(aHd)or (f). 

a)[IlAll b)n Some*c)n None of: . 
1 □ Certmed copies of ttie priority documents have been received.- 
20 Certified topfeS' Of the priority documents have been received in Application No. 
3 □ Copies of the ceftlfed copies of the priority documents have been received, m this National Stage 
application from the International Bureau (PCT Rule 17.2(e)). 
• «5<ie the attached detailed Office action for a list of the certified copies not received. 

13) n ASnowledgmenl is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional appli^tion) 
^ - iSr^P.e?if.c reference was included ip the first sentence of the 5pecIfi.cation or in an Application Data Sheet. 

37 CFR 1 78 

a) □ The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 nZ"^TB 
-referehce waS-lricIu^^ df the specification; or In an Application Data Sheet. 37 CFR 1 .78. 



Attachments) 

1) g NofioB of References Cited (PrO-892) 

2) □ Nottca of Draftspereon*© Patent Drawing Review (PTO-948) 

3) gTlnfofmation Disclosure Statefnent(a) (PTO-1449) Paper No(8). 



4) □ Intervtew Summary (PTO-413) Paper No(6). 

5) □ Notice of Infomial Patent Application (PTO-152) 

6) □ Other: 



j.a. PaW and Tfademark Office 
PTOL-32B (Rev. 11-03) 



Office Action Summary 



Part of Paper No. 9 
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Art Unit: 1621 

DETMLED ACTION 

This office action Is in response to applicants' communication filed in paper* 8. on • 

9/15/03. ' . 

Applicants* election of species without traverse was noted. 

Information Disclosure Stapa^mont 

1 . The inforniation disclosure statement (1 DS) submitted on 1/29/02. 4/7 /03 and 
5/30/03 were in compliance with the provisions of 37 CFR 1 .97. Accordingly, the 
information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC §112 

2. Claim 12 provides for the use of organomodtfied silicones, but, since the claim • 
doe^ tt6f m fotih- ah9'steps involved Ih the method/process, It is unclear what 
method/process applicant Is Intending to encompass. A claim Is indefinRe where it 

I Claim 12 is lejectad under 35 U.S.C. 101 because the claimed recitation of a 

i use. without setting forth any steps Involved in the process, results in an Improper 

' definition. of a prpcess. i.e., results in a claim which is not a proper process claim under 

i 35 U.S.C. 101. Seeforexample Exparfe Dunki, 153 USPQ 678 (Bd.App. 1967) and " 

', . Ctfmca/ Products. Ltd. v. Brenner. 255 F. Supp. 131 . 149 USPQ' 475 (D.D.C. 1 966). 
j Claim Rejections ' 35 USC § 102 

1 3. Thefollowing is aquotationoftheappropriate paragraphs of 35 U.S.C. 102 that 

! . . ■ . • . ■ ' ■ ' 

i fbmi.the 'basis for the rejections under this section made In this Office action: 
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Application/Control Number 10/001,293 Page 3 

Art Unit: 1621 

A person shall be entitled to a patent unless - 

tb) the Invention was patented or described In a printed publicatfon in this or albreign o^""*^ ^^In pubte 
iSeor rMlein tl^ counter, more than one year prior to the date of applicauon tor patent in the United 



1. 

I 

i 



Claims 1-1 1 are rejected under 35 U.S.C. 1 02(b) as being anticipated by LeGrow 
et al(US 6.258.365). or Bara(US 6.184.277) or EP 0 862 913. 

Instant claims are directed to a mixture of one silicone oil, one organic oil and. . 

one organomodified silicone chosen from the fonmula (1), (2), or (3). 

LeGrow et al. example 2, example 6. example 7. teach mixture of one silicon oil. 
an organic oil and organomodified silicon, same as claimed herein. Also note various 
formula in column 3, lines 25-50. Or. Bara Is teaching mixture of composition, sanrne as 
those cfalmed h^reE siie claims 1 , 3. 4 and 7. column 3, lines 55 to line 22 in boiumn 4. 
and column 1 , lines 42-58. Or EP913, claim 1 . page 2. lines 25-54. . page 3. lines 3-5. 
- . • - anllfclpat^'s'lnSilanltSfliTif^^^ in tentiS of mixture of three "componefnts. - • " - - - — 

A. Any inquiry conpeming this communication or earlier communications from the 

examiner should toe directed to SHAILENDRA - KUMAR whose telephone number is 
703-308-4519. Thd examiner can normally be reached on Mon-Thur 8:00-5:30,' Alt Fri. 

If attempts to reach the examiner by telephone are unsiiccessful, the examiner's 
supervisor. Johann Richter can be reached on 703-308-4532. The fax phone number . . 
. forthe organization where this application or proceeding is assigned is 703-308-4556. 
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Application/Control Number. 1 0/001 ,293 P*age 4 

Art Unit 1621 

j Any inquiry of a general nature or relatlrtg to the status of this application or 

i proceeding should be directed to the receptionist whose telephone number is 703-308- 

i 1235. 
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Primary Examiner 
Art Unit T621 



! 



S.Kumar 
11/28/03 



[ I, . , ....... .. »«*t.. ftjl'-i'-w* • ■ . • • • ' • ■ ■ •■'"'•* • • • . ,' t 

! • . ... 



J 



! 



FB'B-03-2(304-TUE 06:16 PM CLARIANT CORP LEGAL 



FAX No. 704 331 7707 



P. 010 



U.S DBPAMMfiiWr OF COW MERC R 
SXtSXa wo TFWiKMKMC OFFICE 



<37 crR 1.9fitb)) 




AtTX. DOCKET MO- 



10/001293 



AP^LTCMar: i^Srow ot al. 



Pape 1of 1 



FU^rtlG DXTEt 10/24/01 



2003 











1 Examiner 
y xnitiial. 




Patent 
Woniber 


Iseue 

Date 


Patentee 


class 


Subclass 


IPiliixg Patei If U 
App3copr±ate Jl 


L ^ 


•AA 


5,4131-781 ' 


•5/9/95 • ' 


et al. 


..424 


7B..Q3 








3,885,559 


3/23/99 


Lee Bt al.. 


424 


65 






AC 


5/942,216 


B/24/99 


Herb ct al. ' 


424 


70.28 






AD 


6. 17*?, 091 


1/23/01 


Bara et al. 


424 


401 






6,235,292 


5/22/01 


Bara et aX. 


424 


401 






OTKBR DOCtlMEMSS (Xnoluidlno Aoxttusr, 



Dat«, Viae* of ptALicatiiMi*«) 




English abatract £or SF 7S6B64 2/5/91 



Eugllsb .abstxaat for EP 12166B3 6/2.6/02 



naaiB' cumsxlisuauu 





PMEIIiai'RCVDATil3IM9:0t:3jm|EistHnSlandaiilTlnK|<SVIbUSnM 



FE!B-03-2£i04-TUE 06:16 PM CLARIANT CORP LEGAL FAX No. 704 331 7707 



P. Oil 



Page 1 of 1 




PAGE 11/31 * RCVD AT 2QI2004 5:08:35 PM [Eastern Standard Time] ' SVR:USPT0-EFXRF-1/1 ' DNI8:8729306* CSID:704 331 7707* DURATION (min-ss):11-36 



FfiB-03-2'004-TUE 06:16 PM aARIANT CORP LEGAL 



FAX No. 704 331 7707 



P. 012 



Page 1of 1 



1 VOm PTO-1449 1 

n TJ.S DBPARTMEWT C3F COMMERCE 
AMD TRM>EMMUl OFPZCS 


jM?TX. DOCKET ItO. 
2001DS406 


SEKXKL NO. 
10/001,293 


3HFOMATXCW DISClX>SUSUE STMCBMKNT BT APKCICAMT 






' Q37 CFR 1.9»JW ) 








FTIilMG DIkZS: 10/24/01 





•initial 




Patent 
plumber 


issue 
Date 


Patentee 


Class 




Tdl±ng Date 11C 
Appxopxlatie 


. <^ 




5,67$, 822 


ap/21/97 , 


Jt^CroM/.^et al. 












5.923,231 


7/13/99 . 












AC 















1 .FOBEIGN PBTEST OR PDBI,ISHED FOREIGN AJ 


PT%ICATI 


OW 








OOCDMEHT 


PUB. 
DATE 


COOMTRY 












1 069 150 


i/n/oi 


Europe 






Englxfth 




BB 
















PC 















OTHER DOCQMUMUSJ 



HacX^diMg tottoor, Tltl*, Date, Place o£ Pt^li.ca'fclon**) 




cc 



rr'ont page of JP Patent Mo. 3-26451o) 11/25/91 



Eaglish abstract ot JP Pa-tent Mo. 3-26O10, 11/25/91 



D.S. JVpplicatioIV Wo-. 10/002,70 9, gj.led 10/2A/01 



0.3. Appllcatifejtt tU?. 10/002, 057,. tiled 10/24/Ql 




snUZ»SE: liiitial dltatloa eonai.ia=ed. Draw line tHrouflli citation if not i=onf o^oe and not 
eo^aldered. include eow of "W^^ f ona ^Itb neitt oognprnicivtlon fco appllcfto-fe. 



PA^ 12/31* RCVD AT 213/2004 5:08:3S PM [Eastern Standard Tiine] * SVR:USPTO{FX 



